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- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a) . In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of Group II, Claims 8-17 in the reply filed on 
August 12, 2004 is acknowledged. 

Information Disclosure Statement 

2. Foreign Patent Documents DE 3219558A1, DE 3332075, and DE 4341903A1 
listed on page 6 of the Information Disclosure Statement filed May 27, 2004 have not 
been considered because they are not in the English language, and no translation has 
been provided. 

Specification 

3. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: 

The specification does not disclose the signal is digitally encoded by the inductor 
as recited in claim 16. On page 13, line 33 -page 14 line 8 of the specification, 
Applicant discloses that the processor can provide an output E to a telemetry system 
(526). The telemetry system 526 can transmit/receive data to/from an ex vitro system. 
Applicant discloses that the transmitted/received data is digitally encoded. Applicant 
does not provide proper antecedent basis for "the signal is digitally encoded by the 
inductor". The only disclosure of an inductor occurs on page 14, lines 15-19. 

The specification does not disclose a biocompatible optical translucent layer as 
recited in claim 17. 



Application/Control Number: 10/005,889 Page 3 

Art Unit: 1641 

Claim Objections 

4. Claim 1 3 is objected to because of the following informalities: In claim 1 3, line 3 
the recitation "couple" should be -coupled-. Appropriate correction is required. 



Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 9 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 9, line 2 the recitation "a high powered LED" is vague and indefinite. It is 
unclear what applicant is referring to. Is applicant referring to intensity or voltage or 
something else? Further, it is unclear what is considered to be high. 

Claim 16 is vague and indefinite because it is unclear what applicant intends. 
There is no description provided in the specification for the signal is digitally encoded 
via the inductor. It is unclear what the inductor is. Is applicant referring to a power 
source as indicated on page 14, lines 15-19 or is applicant referring to the telemetry 
system disclosed on page 14, lines 1-8 which can transmit/receive date which is digitally 
encoded or does applicant intend something else. Please clarify. 

Claim 16, line 2 the recitation "via" is vague and indefinite. It is unclear what the 
term encompasses. 
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Claim 16, line 2 the recitation "the inductor" is vague and indefinite. There is 
insufficient antecedent basis for this limitation. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 8-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Kovacs 
et al (US 5,833,603). 

Kovacs et al disclose a circuit comprising Light emitting diodes (LED's) (optical 
radiation source), a photosensor (optical radiation detector) and control circuitry (col 5, 
lines 1-27, col 1 1 , line 44 - col 12, line 33). Kovacs et al disclose that this circuit can be 
configured for in vivo detection. Kovacs et al disclose that the photosensor can be 
photodiodes or phototransistors (col 2, lines 25-30). 

With respect to the recitation "optical radiation emitted by excited labeled binding 
molecules" as recited in the instant claims. Since Kovacs et al teach the same circuit as 
recited, the circuit of Kovacs is capable of detecting excited labeled binding molecules 
and therefore, Kovacs anticipates the claims. 
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9. Claims 8, and 14-17 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Santini, Jr. et al (US 6,551 ,838). 

Santini, Jr. et al. disclose a circuit for in vivo applications. Santini, Jr. et al. 
disclose the circuit comprises a fiber optic which emits light (optical radiation source). 
Santini, Jr. et al also discloses that the fiber optic can detect and measures changes 
(optical radiation detector) in fluorescence or some other optical phenomenon. Santini, 
Jr. et al disclose control circuitry coupled to the fiber optic (col 9, lines 54-67, col 15, line 
59 - col 16, line 43 and Figure 7). Santini, Jr. et al disclose coating or encapsulating all 
components of the circuit in a biocompatible material such as polyethylene glycol or 
metal or ceramic (col 9, lines 47-51 and col 15, lines 47-51). Santini, Jr. et al disclose 
the circuit is on a backing plate (platform) (col 17). Santini, Jr. et al disclose the device 
can be the size of a millimeter (col 4, lines 35-36). Santini, Jr. et al disclose that a 
transmitter (inductor) can be coupled to the circuit to transmit data and to control the 
circuit such as supplying power (col 6, lines 51 -64). 

With respect to the recitation "optical radiation emitted by excited labeled binding 
molecules" as recited in the instant claims. Since Santini, Jr. et al teach the same 
circuit as recited, the circuit of Santini, Jr. et al is capable of detecting excited labeled 
binding molecules and therefore, Santini, Jr. et al anticipates the claims. 

With respect to the inductor as recited in the instant claims. Examiner has 
interpreted the transmitter of Santini, Jr. et al to be an inductor because it is unclear 
from the recited claims and specification what the inductor is. For example on page 14, 
lines 15-19, applicant discloses an inductor provides power to the in vivo system via an 
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inductively coupled power signal from the ex vitro system. On page 13, line 33 - page 
14, line 8 applicant discloses the processor can provide an output E to a telemetry 
system (526). The telemetry system 526 can transmit/receive data to/from an ex vitro 
system. In claim 14, applicant recites "an inductor coupled to the processor, wherein 
the inductor provides power to the circuit in response to a power signal received from 
the ex vivo system. In claim 16, applicant recites "the signal is digitally encoded via the 
inductor". Since it is unclear if the "inductor" performs both tasks as claimed or if 
applicant has two separate inductors that perform the two claimed tasks. The examiner 
has interpreted the inductor as the telemetry system as shown in Figure 5 of applicant's 
disclosure. From Figure 5 and the description of Figure 5 provided in the specification 
the telemetry system provides for data and also provides for a signal from ex vivo to 
provide power to the circuit and since Santini, Jr. et al teach a transmitter which 
provides the same function as the telemetry system of the instant applicant. Examiner 
has interpreted the inductor to be the telemetry system and therefore, Santini, Jr. et al 
anticipates the recited claims. 

10. Claims 8-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Crowley 
(US 6,343,227). 

Crowley teaches a circuit comprising a light source (optical radiation source) and 
a light detector (optical radiation detector). Crowley teaches that the light source 
illuminates a substance and the detectors detect optical properties of the illuminated 
substance by measuring modified light signals (col 2, lines 18-31) (Figure 1A). Crowley 
teaches the circuit comprises a modulator for modulating the light source and also 
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comprises an analog to digital converter and a microprocessor for spectral analysis (col 
3, lines 34-57). Crowley teaches the light source may be a light emitting diode and the 
light detector may be a photodiode (col 2, lines 44-50). Crowley teaches the light 
source may be coupled to a filter (col 9, lines 8-1 1 ). Crowley teaches the light detector 
may be coupled to a filter (col 5, lines 20-48, Fig. 2A and Fig. 4). 

With respect to the first frequency is greater than the second frequency as 
recited in the instant claims. This limitation depends on the label that is used, and the 
label is not part of the circuit and therefore, whether or not the first frequency is greater 
than the second frequency is irrelevant. Therefore, Crowley anticipates the instantly 
recited claims. 

Conclusion 

11. No claims are allowed. 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Van Antwerp et al. (6,750,31 1 ) disclose an implantable device that comprises a 
light source and a detector (Figure. 6). Van Antwerp et al disclose the use of a filtered 
LED and a filtered detector. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gary W. Counts whose telephone number is (571) 
2720817. The examiner can normally be reached on M-F 8:00 - 4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on (571 ) 272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Gary Counts 
Examiner 
Art Unit 1641 
September 16, 2004 
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